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Claims 1-11 ? 13-19 and 21-33 are pending. As noted above, claims % 13, 15, 17, ? 8* 27, 
29 axid. 33 have been amended. Sapport for these amendments may he found throughout the 
Specification. See, e.g.. Specification, paragraphs [0062] and [0064], No new matter is added. 

Applicants respeetMly request reconsideralion of this application based on the following 
remarks. 

Claim Reje.eii&&k — 35 USC § 1 03 

Claims 1-3, 7-11, 13, 15, IB, '21-27 and 29-33 are rej acted under 35 US XI, § 103(a) as 
being unpatentable over U.S. Patent No. 7;1 30,284. to Lee, at aL (hereinafter, **Lee**) in view of 
IIS. Patent Application Publication No. 2001/0016493 to Kim ; et aL (hereitofter^, *%im* % This 
rejection is resp^tMly IrsYcrsM. 

To establish & prima, facie- case of obviousness, all of the claimed features must be taught 
or suggested by the references and there must be some explicit reason to combine reference 
teachings. See MSR tet'l Co, v Tekflexlnc^ m Si.Ct 1727 {2007). 

Lee and Kixxv alone or in. .combiiiatidii^.fail to disclose or suggest the features recited by 
the claims. For example, claim 1 recites, among other subject -matter* % first modem processor 
operative to .,. , , receive a first message from the first wireless .network t& perform [a] handoff to 
the second wireless network* wherein the first message comprises a list, of target cells in the 
second wireless network determined by the first wireless network to .-have, a target cell location 
corresponding to a location of the wireless device, transmit a search message comprising a list of 
frequencies corresponding to the target cells to search for in the second wireless network, and 
provide notification of the handoff' and second modem processor operative to. receive the 
search message and determine pilot acquisition for the list of frequencies and additional 
frequencies riot included in the list of frequencies to produce a search result, acquire 
synchronization and timing for each cell for which pilot acquisition is determined, exchange a 
second message with the second wireless network implementing a second radio access 
technology from 3rd Generation Partnership Project 2 (3GFP2) to establish a . new call with the 
second wireless network via one of the cells. m the search result," Independent claims 13 , 15, 1 S 5 
27, 29 and 33 each include similar subject matter. 
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The Office; Actios*, on page S. s asserts Lee discloses "wherein the feandoff is triggered by 
tte first wireless networkbased on loeatian in&rmation/' Specifically at eoL 2, lines 24-26, Lee 
discloses a system and method in which "the mobile station receives from an async base station a 
direction message to detect information about sync base stations adjacent to the async base 
station/' As such, Lee teaches that the information prov^ station is about 

sync base stations adjmmt- to the async. base station. Thus, Lee -teaches providing.. information 
based on the location of the async base station. 

Receiving a message, as disclosed in Lee, with the information about sync base stations 
adjacent to the async base station does not disclose or suggest receiving "'a ilrst message from the 
first wireless network to perform fa] handofF' wherein 'the first message comprises a list of 
target cells in the second wireless network determined by the first wireless network to have a 
target cell location corresponding to a location of the wireless device" and "a second modem 
processor operative to receive the search message and determine pilot acquisition for the list of 
frequencies and additional frequencies not included in the list of frequencies to produce a search 
result," as recited in. claim I,. In fact 5 the disclosure of Lee to provide information Based on the 
async base station location teaches away from the recited subject matter, which provides 
information based on the l ocation of the wireless device. 

Tb&s, for at least this reason, Lee fails to disclose or suggest die recited subject matter. 
Kim is . silent with respect to this subject matter, and thus fails to cure the deficiencies of Lee. 
Furtberniore, Lee cannot be properly modified to form fee recited subject matter, as doing so 
would change the principle of operation of Lee, 

Additionally, Lee and Kim Ml to disclose or suggest determining pilot acquisition for the 
list of frequencies and additional frequmcies not included in the list to produce a search result, 
acquiring synchronization and timing for each cell for which pilot acquisition was determined, 
and exchanging a second message to establish a new call via one of the cells in the search result 
As such, the new call may be established with a cell on one of the additional frequencies not 
included in the list. 

The Office Action, on page 6 5 admits that Lee fails to disclose determining a "'pilot 
acquisition for additional, irequeneies -not included in the list of frequencies^ and relies on Kim, 
to cure this deficiency, 
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Kim t in the Abstract and paragraphs [0059J40062], discloses a method -for an idle state 
liaiidoff in a cellular system'" where "a pilot signal is detected from the neighboring base stations 
by the mobile telephone, and it is then determined whether the detected neighboring base station 
is included in the. list of the neighboring base stations. If the detected neighboring base siati&n is 
not inchdded in the list, it ftsf recognized as a kandqff failure * (emphasis added). 

Since Kim teaches that the Iiandoff is recognized as a fMmre if the detected pilot signal is 
not included In the list of the neighboring base stations, Kim does not disclose or suggest adding 
the detected pilot signs! to the list of neighboring base stations or using the detected pilot signal 
in establishing the new call. 

Thus, in combining Kim with Lee, upon detecting that the pilot signal is not included in 
the list of the neighboring base stations, the haiidoff would fail, m& would not result in 
producing a search result with the ^additional frequencies not included in the list of frequencies'' 
and establishing "a new call with the second wireless network via one of the cells in the search 
result" as recited in. amended, claim 1 . 

Ih. light of the foregoing, .Applicant respectfully requests withdrawal of the rejection of 
independent claims 1, 13, 15, 18 5 27 and 29, Claims 2-3, 7-11, 21-26 and 30-32 depend either 
directly or indirectly from claims 1 and 1 3, respectively. Thus, Applicant submits that claims 2- 
3, 74 1 ,21 -26, and 30-32 are allowable at least for the reason that they depend Sx>m an allowable 
base claim, as well as the additional features recited therein. 

Therefore, for at least these reasons, the Examiner is respecttully requested to withdraw 
the reaction of claims 1-3, 7-13, 15, 18, 21-27 md 29-32 under 35 U.S.C. § 103(a) as being 
^patentable over Lee in view of Kim. 

Claims 4, 14, 16. 19, and 28 «e. rejected under 35 U,S : .C- § 103(a) as being unpatentable 
over Lee and Kim in view of UVS, Patent Application Publication :Na 2003/01391 84 to Singh, et 
ah (hereinafter "Singh' 5 ). Claims 5 and 6 are rejected under 35 U,SX, § 103(a) as being 
unpatentable over Lee and Kim in. view of U.S. Patent Application Publication Ho.. 
2004/0203469 to Paid* et al (hereinafler *TaieF') > These rejectipns are respectfelly traversed, 
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Claims 4-6 < 14, 16, 19 and. 28 d^end. either directly or mdirectly from claims 1> 13 s 15, 
1§ ? and 27, respectively, and thus are allowable for at least the same reasons as discussed above. 
Further, these claims separately recite a combination of subject matter this Is not disclosed , or 
suggested by any combination of the cited references. 

T1xus ? the Examiner is respectfully requested to withdraw the rejection of claims 4-6, 14, 
16* 19 and 28 under 35 UiQ .f 103(a) as being unpatentable over Lee and Kim in view of 
Singh. 

Ut CMm 17 Effected Under 35 U,.S» C. S imm 

Claim 17 is rejected under 35 LLS.C § 103(a) as being unpatentable over Singh in view 
of Lee, in farther view of Kim. This rejection is respeetiMiy traversed. 

As previonsiy discussed, Lee and Kim do not disclose or suggest ^wherein the handoff is 
triggered by the UMTS based on location information for the wireless device," as recited m 
claim 1 7 , Singh does not cure the deficiencies of Lee and Kim, 

In light of the foregoing. Applicant respectfully reqisests withdrawal, of the rejection of 
independent claim 17 under 35 LLS,C § 103(a) as being unpatentable over Singh in view of Lee ? 
in fiixth-er view of Kim, 
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CONCLUSION 

to light of these remarks, Applicants submit that the application is in condition for 
allowance, for which early action is requested. 

Please charge any fees or overpayments that may: be due with this response to Deposit 
. Account No, 17-0026, 

.Respectfuiiy f ubmitted^ 

Dmd: December 21,2009 By: ;^J1^£^ 

Kiisiine. Ikwwiae, Reg, No, 56,344 
Direct: 858,658.1901 



QUALCOMM Incorporated 

Attn: Patent Department 

5775 Marehonse Drive 

San Diego, California 92121-1714 

Facsimile: (858) 658-2502 
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